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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 

MOK ET AL 

Serial No. 09/361,626 

Filed: July 27, 1999 

For: PROCESS FOR REMOVING 
ALUMINUM SPECIES FROM 
ALKALI METAL HALIDE BRINE 
SOLUTIONS 




Group Art Unit: 1724 
Examiner: I. Cintins 



March 7, 2000 



RESPONSE TO OFFICE ACTION ^ 



I 



Honorable Commissioner of 

Patents and Trademarks F ^ 

Washington, D.C. 20231 - H 

o 

Sir: 

In response to the Office Action of December 7, 2000, reconvention of this 

application is requested. 

The Examiner has rejected the applicants' claims 1-7, 9 and 10 under SecUon .03(a) 
as unpatentable over NAGY. ,„ rejecting me claims, me Exammer „o,es t ha, Nagy discloses 
a process for removing t race amounts of aluminum from a sodium chloride brine by treating 
the brine with magnesium chloride to produce a magnesium concentration of at leas, about 5 
ppm in the brine, and subsequently adding sodium hydroxide to this brine to provide an 
alKahnity concentrate of 0,5 g/L in thts brine, thereby form.ng a magnesium aluminum 
hydroxide precipitate. 

The Examiner then acknowledges that the reference does no, disclose the applicants' 
recited magnesium ,o alummum molar ra.io, and the magnesium concentration in ,he brine 
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(i.e. less than 5 ppm). Nevertheless, the Examiner concludes that the "exact magnesium to 
aluminum molar ratio in the reference process is not seen to materially affect the overall 
results of this process, or to produce any new and unexpected result; and is therefore deemed 
to be an obvious matter of choice, which is insufficient to patentably distinguish to the 
claims. Furthermore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to employ a brine having a magnesium concentration slightly lower 
than that disclosed (e.g. 4.99 ppm) in the reference, since such a slightly lower magnesium 
concentration is also not seen to materially affect the overall results of the reference process, 
or to produce any new and unexpected result; and is therefore also deemed to be an obvious 
matter of choice, which is insufficient to patentably distinguish the claims." 

In response to the Examiner's position, the applicants respectfully submit that the Mg 
to Al molar ratio and Mg concentration called for in the claims, together with sufficient alkali 
metal hydroxide to provide the excess alkalinity called for by the applicants (0.1 to 0.3 g/L) 
provide unexpected results which support patentability of the claimed matter. 

The unobviousness of the applicants' method over Nagy is shown by the attached 
experimental results and graphs wherein conditions representative of the applicants' method 
and Nagy's method are compared. The attachments include the results of three experiments 
and a further experiment representative of Nagy. The results of these experiments are 
summarized in the "Conclusion" section. The tabulated results of the experiments show how 
the efficiency of Al removal varies with Mg content, Mg/Al ratio and alkali concentration 
(NaOH). 

The "Conclusion" section (pages 3-4 of the attachment) brings out the importance of 
observing the specific conditions called for in the applicants' claims. The significance of 
those conditions is not in any sense disclosed or suggested by Nagy (Diamond Shamrock). 
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The attached charts (pages 5 and 6 of the attachment) graphically illustrate the results 
obtained in the applicants' method and Nagy's method. The applicants' result clearly could 
not have been predicted from the Nagy results. 

Favorable reconsideration of the Section 103(a) rejection with allowance of the claim< 
is requested in view of the foregoing and attached evidence. 



PNK:mll 

1 100 New York Avenue, N.W. 
9 lh Floor, East Tower 
Washington, D.C. 20005-3918 
Phone: (202) 861-3000 



Respectfully submitted, 



PILLSBURY WINTHROP, LLP 




Paul N. Kokulis 
Reg. No. 16,773 
Phone: 202.861.3503 
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